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Patent Application Number: 10/042,987 
Arguments to be Considered by Pre-Appeal Brief Conference Panel 

A. Rejection under 35 U.S.C. §112, first paragraph 

• * 

Claims 7 and 12 have been rejected under 35 U.S.C. §112, first paragraph, as 
failing to comply with the enablement requirement. This rejection is respectfully 
traversed. 

The Examiner alleges that the originally filed specification fails to enable one of 
ordinary skilled in the art to make and/or use rasterized and norvrasterized documents. 
This position is respectfully traversed. 

The originally filed specification clearly teaches, at page 3, lines 3-6, the 
rasterization of a document. More specifically, the originally filed specification, at page 
3, lines 3-6, states: "The server retrieves and converts the requested documents to a 
raster image that is then compressed according to attributes based on information 
received from the client device in the initial document request." 

Moreover, the originally filed specification clearly teaches, at page 5, lines 3-7, 
the rasterization of a document. More specifically, the originally filed specification, at 
page 5, lines 3-7, states: "The server retrieves and converts the requested documents , 
if they have not been previously converted, to a raster image that is then compressed 

according to attributes based on information received from the client device in the initial 
document request." 

Lastly, the originally filed specification clearly teaches, in the Abstract, the 
rasterization of a document. More specifically, the originally filed specification, in the 
Abstract, states: "The server retrieves and converts the requested documents to a 
raster image that is then compressed according to attributes based on information 
received from the client device in the initial document request." 

As clearly demonstrated above, the originally filed specification clearly provides 
support for the rasterization of a document. Also, the originally filed specification clearly 
provides support for non-rasterized documents as a no n-rasterized document is a 
document that has not been rasterized. 

It is further submitted that rasterization is the act of converting a document from a 
page definition language (e.g., PostScript) to an arrangement of pixels on the page or 

-l- 
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screen; i.e., rasterizing is the interpretation of an image from a set of digital codes into 
an actual visual representation. This technique or process that is well-known to those 
skilled in the art of reproducing documents into a visual form. 

For example, US Patent Numbers 5,796,411; 5,768,489; 5,533,172; and 
5,412,483 are just various examples of the hundreds of US Patents that teach 
rasterization. 

It is not required by 35 U.S.C. §112, first paragraph, that the specification teach 
the skilled artisan what is already eadily known in the art, but to provide enough 
information to enable one of skill in the art to make and/or use the presently claimed 
invention. 

As demonstrated above, the originally filed specification clearly provides support 
for the rasterization of a document. Moreover, those skilled in the art of reproducing 
documents into a visual form are readily knowledgeable to understand how to make 
and/or use a rasterized document, as set forth in the presently pending claims. 

Accordingly, in view of the remarks set forth above, the Pre-Appeal Brief 
Conference Panel is respectfully requested to reconsider and instruct the Examiner to 
withdraw the rejection under 35 U.S.C. §1 12, first paragraph. 



-2- 
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B. Rejection under 35 U.S.C. §1 02(b) over Dekelet al. 

Claims 7-10 and 12-15 have been rejected under 35 U.S.C. §1 02(b) as being 
anticipated by Dekel et at (US-A-6, 31 4,452). This rejection under 35 U.S.C. §102(b) 
over Dekelet al . is respectfully traversed. 

Initially, by the Examiner's own admission, the present rejection under 35 U.S.C. 
§ 102(b) can only stand if the Examiner ignores the claim limitations directed to 
rasterization. Since the Examiner has improperly ignored expressed limitations in a 
claim, the present rejection under 35 U.S.C. § 102(b) is invalid and moot. Therefore, by 
the Examiner's own admission, Dekel et al . fails to anticipate daims 7-10 and 12-16 
under 35 U.S.C. §102(b). 

However, to expedite the prosecution, the Applicants will reiterate the 
shortcomings of the teachings of Dekel et al . 

The present invention, as set forth in independent claim 7, is directed to a 
method for viewing, on a client-side device, documents requested from a server-side 
device, the client-side device and server-side device having a communication link 
therebetween. The claimed method generates a request from a client-side device to be 
sent to a server-side device, the request identifying a non-rasterized document, a 
section of the non-rasterized document to be sent to the client-side device, and a 
compression format corresponding to the client-side device. As set forth in independent 
claim 7, the server-side device retrieves, in response to receiving the request from the 
client-side device, the requested non-rasterized document and identifies the requested 
section of the requested non-rasterized document; rasterizes the identified section of 
the requested non-rasterized document; compresses the rasterized section of the 
requested non-rasterized document into a compressed image having the identified 
compression format corresponding to the client-side device; and communicates the 
compressed image to the client-side device. The client-side device decompresses the 
received compressed image and displays the decompressed image. 

As clearly set forth above, the presently claimed invention, as set forth in 
independent claim 7, recites that the server-side device rasterizes the identified section 
of the requested non-rasterized document before compressing the (rasterized) section 

-3- 
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of the requested non-rasterized document into a compressed image having the 
identified compression format corresponding to the client-side device. 

In contrast, Dekel et al . clearly teaches that the identified section of the 
requested document is compressed, without any rasterization, into a wavelet 
compressed image. Thus, Dekel et a I . fails to teach that the server-side device 
rasterizes the identified section of the requested non-rasterized document before 
compressing the (rasterized) section of the requested non-rasterized document into a 
compressed image having the identified compression format corresponding to the 

client-side device, as set forth in independent claim 7. 

« 

With respect to independent claim 12, the present invention is directed to a 
method for viewing, on a client-side device, documents requested from a server-side 
device, the client-side device and server-side device having a communication link 
therebetween. The claimed method generates a request from a client-side device to be 
sent to a server-side device, the request identifying a non-rasterized document and a 
compression format corresponding to the client-side device. As set forth in independent 
claim 12, the server-side device retrieves, in response to receiving the request from the 
client-side device, the requested non-rasterized document; rasterizes the requested 
non-rasterized document; compresses the rasterized document into a compressed 
image having the identified compression format corresponding to the client-side device; 
and communicates the compressed image to the client-side device. The client-side 
device decompresses the received compressed image and displays the decompressed 
image. 

As clearly set forth above, the presently claimed invention, as set forth in 
independent claim 12, recites that the server-side device rasterizes the requested non- 
rasterized document before compressing the (rasterized) requested document into a 
compressed image having the identified compression format corresponding to the 
client-side device. 

In contrast, Dekel et al . clearly teaches that the requested document is 
compressed, without any rasterization, into a wavelet compressed image. Thus, Dekel 
et al . fails to teach that the server-side device rasterizes the requested non-rasterized 
document before compressing the (rasterized) requested document into a compressed 
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PACE 7/8 * RCVD AT 7/1 5/2005 3:30:44 PM [Eastern DayBght Time] * 8VR:USPTO-EFXRF-1/27 * DNI8:2738300 • CSID:5858993973 ■ DURATION (mm-ss):04-1 0 



7/15/2005 3:26 PM FROM: 5858993973 Basch _Nickerson LLP TO: 15712738300 PAGE: 008 OF 008 



image having the identified compression format corresponding to the client-side device, 
as set forth in independent claim 12. 

Accordingly, in view of the remarks set forth above, the Pre-Appeal Brief 
Conference Panel is respectfully requested to reconsider and instruct the Examiner to 
withdraw the rejection under 35 U.S.C. §1 02(b). 

CONCLUSION 

Accordingly, in view of ail the reasons set forth above, the Pre-Appeal Brief 
Conference Pane! is respectfully requested to reconsider and instruct the Examiner to 
withdraw the present rejections. 
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